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UNITED STATES SUPREME COURT 
L. E. WATERMAN CoMPANY v. MoDERN PEN COMPANY 
November 30, 1914. 


UNFAIR COMPETITION—TRADE-NAMES. 

The L. E. Waterman Company brought suit to prevent the use by 
the Modern Pen Company of the name A. A. Waterman or any name 
containing the word Waterman in connection with the sale of fountain 
pens. It was held, affirming the decree of the circuit court of appeals, 
that the defendant had acquired certain limited rights in the name Water- 
man through a business arrangement made by A. A. Waterman with A. A. 
Waterman and Company, of which concern defendant is the selling 
agent; that the defendant must use the name Arthur A. Waterman & 
Company instead Of A. A. Waterman & Company and might use the 
former name only in connection with the words “not connected with 
the L. E. Waterman Company.” But the defendant is not to be wholly 
enjoined from using the name Waterman, though it derives its claim 
thereto under an agreement which had no other purpose than to confer 
upon it the right to use the name in competition with the complainant. 


Cross-appeals from the decision of the circuit court of ap- 


peals, second circuit, modifying and affirming the decree of the 
United States district court for the southern district of New 
York, in favor of complainant. Affirmed. 


For the opinion of the district court on final hearing, see 


Reporter, vol. 2, p. 115. For the opinion of the circuit court 
of appeals, see Reporter, vol. 2, p. 349. See also note, ibid. p. 351. 
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Walter B. Raymond, of New York City, and Oliver 
Mitchell, of Boston, Mass., for the complainant. 
Alexander S. Bacon, of New York City, for the defendant. 


Mr. Justice Homes delivered the opinion of the Court: 

This suit was brought by the L. E. Waterman Company 
to enjoin the Modern Pen Company from using in connection 
with the manufacture and sale of fountain pens, other than 
those of the plaintiff's make, the name A. A. Waterman or any 
name containing the word Waterman in any form, and for an 
account. The decision of the circuit court of appeals upon an 
order for a preliminary injunction is reported, 183 Fed. Rep. 
118; 105 C. C. A. 408; that of the district court upon the merits, 
193 Fed. Rep. 242; [Reporter, vol. 2, p. 115]; and that of the 
circuit court of appeals, 197 Fed. Rep. 534; [Reporter, vol. 2, 
p. 349]; ibid. 536; 117 C. C. A. 30; ibid. 32. The final decree, 
in the parts material here, restricted the defendant to using the 
name Arthur A. Waterman & Co. instead of A. A. Waterman 
& Co., and required the words “not connected with the L. E. 
Waterman Co.” to be juxtaposed in equally large and conspicu- 
ous letters when the permitted name was marked upon any part 
of the fountain pen sold by the defendant or upon boxes con- 
taining such pens, and whenever the name was used by way 
of advertisement or otherwise to denote any fountain pens made 
or sold by the defendant, or to denote that it was the maker 
or seller of such pens. 183 Fed. Rep. 118. 193 Fed. Rep. 248. 
197 Fed. Rep. 535, 536. See further 1. E. Waterman Co. v. 
Standard Drug Co., 202 Fed. Rep. 167, 171; [Reporter, vol. 3, 
p. 120]; 120 C. C. A. 455, 459. The bill besides alleging diver- 
sity of citizenship and unfair competition seemingly relied upon 
the registraticn of “‘Waterman’s” and “Waterman's Ideal Foun- 
tain Pen, N. Y.” as trade-marks under the act of congress of 
March 3, 1881, c. 138, 21 Stat., 502, as a ground of jurisdiction. 
Jacobs v. Beecham, 221 U. S. 263, 274; [Reporter, vol. 1, p. 55]. 

Both parties appeal. 

The defendant’s appeal is from the requirements that it 
use the name Arthur A. Waterman & Co. instead of A. A. 
Waterman & Co. and that it juxtapose the words “not connected 
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with the L. E. Waterman Co.” After the finding of two courts 
and upon the evidence it must be asssumed that the defendant 
had used the name Waterman in such a way as to mislead the 
public and to interfere with the plaintiff's rights unless the de- 
fendant had the right to use the name as matter of law because 
it was the selling agent of a firm calling itself A. A. Waterman 
& Co. and deriving its name from a man who started in busi- 
ness long after the plaintiff had acquired whatever rights it has. 
In support of this proposition the defendant lays hold of lan- 
guage in Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 
U. S. 118, 140, and in other books, to the effect that courts will 
not interfere with the use of a party’s own name “where the only 
confusion, if any, results from a similarity of the names and 
not from the manner of the use.” But, whatever generality of 
expression there may have been in the earlier cases, it now is 
established that when the use of his own name upon his goods 
by a later competitor will and does lead the public to under- 
stand that those goods are the product of a concern already 
established and well known under that name, and when the 
profit of the confusion is known to and, if that be material, is 
intended by the later man, the law will require him to take 
reasonable precautions to prevent the mistake. Herring-Hall- 
Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 559. There 
is no distinction between corporations and natural persons in 
the principle, which is to prevent a fraud. Jbid. Howe Scale 
Co. v. Wyckoff, Scamans & Benedict, 198 U. S. 118, 136. Don- 
nell v. Herring-Hall-Marvin Safe Co., 208 U. S. 267, 273. In 
the Howe Scale Co. case it was stated upon the same page with 
the passage quoted that “defendant’s name and trade-mark were 
not intended or likely to deceive.” 

The only other ground for the defendant’s appeal that needs 
a word after the findings below is a decree of the supreme court 
of New York in a suit by the plaintiff against Arthur A. Water- 
man and Edward L. Gibson, partners doing business as the A. 
A. Waterman Pen Company of New York and Boston. The 
defendant alleges that it has succeeded to A. A. Waterman’s 
rights. The decision found in the strongest terms that the name 
was used with fraudulent intent and the decree in some detail 
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enjoined the defendant from using that or any corporate name 
containing the word “Waterman,” and from using in connection 
with the business of making or selling fountain pens the word 
Waterman alone or with others in such collocation with the word 
pen as to indicate that such pens were a variety of Water- 
man’s fountain pens. This rather damaging decree is thought 
to give some help because of a following sentence to the effect 
that the defendants were not prohibited from indicating that 
their pens were made or sold for or by Arthur A. Waterman 
& Co. or A. A. Waterman & Co. But that sentence was sub- 
ject to the previous prohibition and consistent with it. The 
present defendant still not only may indicate the source of its 
pens in undeceptive ways but may mark them Arthur A. Water- 
man & Co. if only it add words that prevent the fraud that it 
insists upon the right to effect. It is unnecessary to go into 
other considerations presented by the record to show that the 
defendant’s appeal cannot be maintained. 


The plaintiff’s appeal is from the failure of the decree to 
prohibit the use of the name Arthur A. Waterman & Co. even 
with the suffix required by the court. The ground upon which 
it claims this broader relief is that the agreement with A. A. 
Waterman by which he purported to become a partner in the 
firm of A. A. Waterman & Co. was a sham, that the firm does 
not make the pens sold by the defendant, and that all the ar- 
rangements between Waterman, the firm and the defendant were 
merely colorable devices to enable the defendant to get the name 
upon its pens. If we were to adopt this view of the facts the 
nature of the parties’ rights and powers perhaps might need 
a more careful discussion than, so far as we are aware, it has 
received as yet. Under the decree in its present form the plain- 
tiff gets all the protection to which it is entitled as against’ an- 
other Waterman who has established himself in the business, 
even though one of his motives for going into it was the hope 
of some residual advantages from the use of his‘own name. If 
with the warning that the law decrees sufficient to prevent a 
fraud a second Waterman could go into the business and give 
it his name, the question occurs whether a man might not 
change his name to Waterman and do the same thing, and, if 
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so, whether the nature of the defendant’s title to the name is 
any concern of the plaintiff’s—whether in short the protection 
now granted is limited by reason of a personal privilege or is 
the measure of the plaintiff’s rights as against the world. We 
express no opinion upon the point beyond saying that it would 
have to be considered before the plaintiff could obtain a broader 
decree. For the purpose of decision we give the plaintiff the 
benefit of the doubt. 

Whatever view may be taken of the agreements, there is no 
question that they were intended, with A. A. Waterman’s assent, 
to authorize the use of his name in a business that he had pe- 
cuniary reasons for wishing to see succeed. He purported to 
transfer to the partnership the good will attaching to his name. 
While it very well may be true that the transfer of a name 
without a business is not enough to entitle the transferee to pre- 
vent others from using it, it still is a license that may be sufficient 
to put the licensee on the footing of the licensor as against the 
plaintiff. Moreover two courts have upheld the arrangements 
as effective to give the defendant the protection of such rights 
as A. A. Waterman would have had in establishing a business 
after the plaintiff, and therefore we shall not go into any con- 
sideration of the facts. 

It cannot be said the partnership agreement was ineffectual 
for the present purpose as matter of law. The object is pretty 
plain, but it is none the worse for that. The leading features 
are as follows: A partnership is formed under the name A. A. 
Waterman & Co. Contributions of capital are to be deemed 
loans and bear interest. The two partners other than Water- 
man have the management of the business and alone can sign 
negotiable paper and contracts. The business is to make, buy 
and sell fountain pens, and the defendant corporation is to be 
formed, (the parties to be interested in it) and is to be the 
sole selling agent of the firm. Waterman grants to the 


firm the exclusive use of his own and the firm names 
in connection with the business, and all the good will 
attaching to either. The Continent is divided into two defined 
districts, and Waterman has the exclusive right to do business 
under the name A. A. Waterman & Co. in the western district, 
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if he begins it before July 1, 1906, and the remaining members 
the exclusive right to the eastern district. In any event Water- 
man leaves the present firm at that date. Each party has the 
free use of all patents, trade-marks and trade-names within their 
territories that either party has or may acquire. Eastern terri- 
tory goods are to be marked “A. A. Waterman & Co., New York,” 
and those made in the western, “A. A. Waterman & Co., (or some 
similar name) Chicago.” Waterman covenants not to compete 
for thirty-six years, or to use or allow the use of his name ex- 
cept as provided. Finally if Waterman does not go into in- 
dependent business he is to have the exclusive agency for the 
western territory for the thirty-six years, and his commissions 
are fixed in detail and with care. 

As we have said, we do not reopen the matters of fact that 
must be taken to have been found by the two courts. So we 
assume that there was nothing to hinder Waterman from making 
this agreement and that the defendant was organized and acted 
under it. Whether he had more or less good will to convey 
perhaps is not very material. We are not prepared to say as 
matter of law that a man who for years has been trying to do 
business, may not join a partnership for a time long enough 
to start it with his name and whatever good will he has, and 
provide that thereafter he will divide territory as above stated 
or become a selling agent, at his choice. The obvious motive 
is met by the protection given in the decree, but does not de- 
prive him of all rights in his name. A sufficient interest is 
disclosed to sustain the transfer as against the plaintiff and to 
free the defendant from a greater liability than would have 
fallen on A. A. Waterman had he gone on alone. 

Decree affirmed. 


Mr. Justice PITNEy: 


In No. 72, the appeal of the Modern Pen Company, I 
concur in the result. 


In No. 54, the appeal of the L. E. Waterman Company, I 
dissent from the conclusion reached by the Court. It seems to 
me that the alleged partnership agreement of June 12, 1905, 
made between Arthur A. Waterman and others, pursuant to 
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which the Modern Pen Company was organized and under 
which it claims the right to use the name of “A. A. Waterman” 
and “A. A. Waterman & Co.,” appears upon its face to be a 
mere sham and a fraudulent device, and is demonstrated to be 
such by the other evidence. The case presents no question re- 


specting the right of an individual to the bona fide use of his 
name, but rather the question whether a partnership or a cor- 
poration can, by purchase or otherwise, obtain the right to use 
the name of a third party for the very purpose of employing it 
in unfair competition with the established business of still an- 
other party. The case in its circumstances closely resembles 
International Silver Company v. Rogers Corporation, 67 N. J. 
Eq., 646, and, for reasons sufficiently indicated by a reference 
to that case, I think the Modern Pen Company should be un- 
qualifiedly enjoined from using the name “Waterman.” 


{An application for a reargument has been made to the supreme 
court. The application is based mainly upon the view of the majority of 
the court to the effect that however fraudulent the contract upon which 
the defendant rested its right to use the name of Arthur A. Waterman, 
such fraud did not impair the rights acquired under it. As pointed out 
in the minority opinion, this is no case of an individual asserting the 
right to use his own name, but of a corporation claiming to have acquired 
by contract, the right to use the name of an individual who never had 
more than a colorable interest in the business of the corporation, where 
it is evident that the only purpose of the contract was to acquire a name 
that would give to the corporation, an unfair advantage in competition 
with a competitor, and where the fraudulent use of the name by the 
corporation has been restrained in part. The opinion of the majority 
appears to rest upon a mistaken application of the rule, that a man will 
not be enjoined from the use of his own name, but will merely be re- 
quired to take such efforts as he reasonably may, to avoid confusion of 
his business with that of an earlier user of the name. In such a case, 
whatever confusion arises from the mere identity of the names is with- 
out remedy (Sarger Mfg. Co. v. June Mfg. Co., 163 U. §S., 169), 
but when the party claims the right to use the name of another, acquired 
under a contract which was a mere sham and entered into with no other 
purpose than to confer such a right, the reason for reserving to the 
party the right to use the name no longer exists, and to do so, is to pro- 
mote the fraud. 


The better principle applicable to cases of this kind, where a color- 
able right to use a person’s name is claimed under a bare contract or 
license, as in this case, is to be found in decisions cited by counsel upon 
the application for a reargument. In Great Britain, it has been held that 
one who changed his name by a legislative act to compete fraudulently 
with another of the same name will be absolutely enjoined (Pinet v. 
Maison Pinet, 15 R. P. C., 65), and that one who acquires the good 
will of a business conducted under a personal name, the transaction 
being tempered with fraud, should be absolutely enjoined from the use 
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of the name (Morall v. Hessin, 20 R. P. C., 4290). There are at least 
two American cases to the same effect. One who, by contract made 
with fraudulent intent, secured a license to use a personal name, was 
enjoined absolutely from doing so (Heinisch Co. v. Boker, 86 Fed. Rep., 
765). Where one Hires and two not of that name entered into a fraudu- 
lent partnership to compete with an established business conducted under 
the name of Hires, the Court declined to enjoin Hires absolutely from 
using his name, but did enjoin absolutely the other two partners, whose 
right rested solely upon a fraudulent contract of partnership. It was 
held that Hires’ right to use his name was a personal privilege which did 
not extend to his partners (Hires v. Hires, 182 Pa. St., 346).] 


UNITED STATES DISTRICT COURT 


DupLeExX METALS COMPANY v. STANDARD UNDERGROUND CABLE’ 


ComPANY. 
Western District of Pennsylvania. 


1. UNFAIR COMPETITION—DESCRIPTIVE TERMS. 

Where a manufacturer of steel wire surfaced with copper, used 
the words “Copper-clad” in advertising his product, and attempted to 
prevent a like use of this phrase by a competitor as unfair competition, 
this relief was denied to the complainant: first, because the phrase in 
question is essentially descriptive; second, because it had been used 
by the complainant to describe his product rather than to distinguish 
it from the goods of other makers, additional phrases being used for 
the latter purpose. 

DESCRIPTIVE TERMS—SECONDARY MEANING—NAME OF PATENTED ARTICLE. 

In an action for unfair competition brought to prevent the use 
of the phrase “Copper-clad” to describe steel wire surfaced with copper, 
the complainant put in evidence his patents, wherein the words in 
question had been used as descriptive of the product made under the 
patent. Held, that a term so used must be regarded as subject to the 
application of the familiar rule that the name applied to a patented 
article by the patentee during the life of the patent cannot acquire a 
secondary meaning as indicative of the origin of the goods, to cut 
off the public from the free use thereof when the patent expires. 

3. UNFAIR COMPETITION—REPRESENTATION OF ARTICLE. 

Use by a manufacturer in his advertising of a disc, representing a 
cross section of the wire advertised, cannot be enjoined as unfair 
competition by another who claims prior use thereof. 

4. UNFAIR COMPETITION—COosTs. 

Where fraud, actual or intended, was not proven, a charge of 

unfair competition was dismissed with costs to the defendant. 


i 


In Equity. On final hearing. 


Reed, Smith, Shaw & Beal, of Pittsburg and Phillips, Saw- 
yer, Rice & Kennedy (J. J. Kennedy of counsel), of 
New York, for the plaintiff. 
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Christy & Christy (Bayard H. Christy, of counsel) of 
Pittsburg, for defendant. 

Orr, J.—This suit in equity has come to final hearing upon 
bill, answer, replication and proofs completed prior to the adop- 
tion of the present equity rules. The bill asserts the title to 
certain letters patent of the United States No. 893,932, issued 
to plaintiff as assignee of John Monnot, for “Improvements 
in Copper-clad Iron and Steel,” and charges the defendant with 
infringement of that patent. It further asserts the right of the 
plaintiff to the exclusive use of the word “copper-clad” in con- 
nection with the steel wire having a covering of copper sold 
by the defendant in competition with steel wire having a cover- 
ing Of copper sold by the plaintiff, and charge that the defend- 
ant was guilty of unfair competition in trade in that the defend- 
ant has used the word “copper-clad” as descriptive of the wire 
sold by the defendant, in that it has used also in advertising its 
products, a representation of a disc of a very large diameter 
relatively to the wire, in which disc the plaintiff alleges that it 
has exclusive rights, and in that the defendant has used a pic- 
ture of the Singer Building in the City of New York, which was 
viewed by the public as the home of the plaintiff and with intent 
on the part of the defendant to deceive the public, and also in 
that the defendant has paralleled the advertisements of the plain- 
tiff. 

The proceedings, so far as they charge infringement of the 
patent, were brought to a close on June 25, 1913, by the entry 
of a decree dismissing the bill of complaint as to that issue. 
This dismissal was had at the instance of the plaintiff because 
after plaintiff's prima facie case was made out the plaintiff had 
ascertained, and the rebuttal testimony of its expert on cross- 
examination showed, that the defendant’s wire was so made that 
it could not be viewed as an infringement of the patent. 

There remained in the case, therefore, the one question 
as to whether in any of the ways charged in the bill the de- 
fendant was guilty of unfair competition. The main contention 
is that the phrase “copper-clad” was coined by the plaintiff and 
adopted by it as a fanciful and arbitrary designation for its 
wire; that the said phrase has been understood by the public 
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as indicating and meaning the plaintiff's wire; and that because 
the defendant uses the phrase “copper-clad” the public are liable 
to be and have been deceived. 

Before considering whether or not the phrase is an essentially 
descriptive term, we shall consider whether or not the plaintiff 
intended that the phrase should be a descriptive one. In the 
very patent which was for so long the principal object of the 
litigation, and upon the face of which it appears the plaintiff 
was the assignee, is this statement by the inventor: “My in- 
vention relates to a process of making clad metals; by which 
term is meant bodies comprising a core or base of one metal 
(iron or steel for instance) having united thereto, and preferably 
inseparably united or welded thereto, a substantial layer or coat- 
ing of metal, usually an unlike metal, (for instance, copper, 
silver, gold, aluminum, brass, bronze, aluminum-bronze, etc.). 
In particular my invention comprises a process of making clad- 
metal ingots ; which ingots, when formed, may be rolled, pressed, 
hammered, or otherwise extended down to rods, sheets, bars, 
strips, wire and other commercial or desired forms.” 

The claims are numerous and each, except the 21st and 23d 
is for a process of forming clad-metal objects. Other patents 
by the same inventor and assigned to the plaintiff, to wit: U. S. 
Patent 927,372, U. S. Patent No. 929,687, relate the clad- 
metals as stated in each. There is no suggestion in any of the 
patents that the word “clad” is used in a different sense from 
coated or covered. Monnot’s earlier patent, being U. S. Patent 
No. 853,716 issued May 13th, 1907, “for a process of producing 
compound metal bodies,” does not use the word “clad,” but uses 
the words “coating” and “coated” as descriptive. That the 
word “clad” where used in Monnot’s patents was intended to be 
descriptive must be the conclusion. Otherwise, we have the situ- 
ation of an inventor having secured to himself by his patent the 


prscess or the product for the limited period provided by law 
and further securing to himself the right to the descriptive ap- 
pellation given by him in his patent to the product for all time 
to come, after the expiration of the patent. The rights of the 
public in and to the product or process after the expiration of 
the patent therefore would be exceedingly limited, if the pub- 





ee ee 


instante 


_* 
—$— a Ee cedien tan ais 





: 





scl 


——,. ee nial 


aN Re 








DUPLEX METALS CO. V. STANDARD UNDERGROUND CABLE CO. [I] 


lic could not use the descriptive terms used by the inventor 
in his application and by the Government in the patent granted 
in pursuance thereof. 

Again, the evidence discloses that in the early history of the 
plaintiff company it called its wire product “Monnot’s copper- 
clad wire”; the plaintiff described its product generally as 
“Monnot Metals”; it had several cuts which it used in connec- 
tion with its products as trade-marks and in none of them does 
the word “copper-clad” appear. In a pamphlet issued in Feb- 
ruary, 1910, entitled “Standard Specifications for Hard Drawn 
Copper-Clad Steel Wire,” the plaintiff uses this language: “(b) 
Copper-clad steel is manufactured under the trade-mark ‘Weld- 
clad,’ and each coil of wire shall have attached to it a tag bear- 
ing this name and a cut of a billet section.” 

The foregoing are but brief allusions to a large mass of 
evidence which constrain the court to hold that plaintiff's use 
of the phrase “copper-clad’” was for purposes of description. 
From this description the person unacquainted with plaintiff's 
product would form an opinion that the product of the plain- 
tiff was a wire composed of steel or iron or some other metal 
having thereon a coat of copper. As a matter of fact both 
plaintiff and defendant are manufacturing wire of steel clothed 
or clad with copper. 

Apart from the plaintiff's intention to use the phrase as 
descriptive of its product, the phrase itself is essentially de- 
scriptive. The diligence of counsel for the defendant has pro- 
duced numerous examples of the use of the words “clothed” 
and “clad” as descriptive terms from the best examples of poetry 
and prose in the English language. Various compounds of 
“clad” occur to the mind, all of which are descriptive. In the 
patent law compounds of clad are found as for instance: steel- 
clad in the case of Steel-Clad Bath Co. v. Mayor, 77 Fed. Rep, 
736; in connection with shoes as in Brennan vy. Bird-Thayer 
Dry-Goods Co., 99 Fed. Rep. 971,975. It is found in connection 
with fibre in United States Patent to T. Gore, No. 922,418, for 
ftbre-clad wire rope. 

The phrase then not only having been used by plaintiff 
as descriptive but being in its nature essentially so, the plain- 
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tiff cannot have any exclusive right therein. The law on the 
subject is fully stated by Justice McKenna in Standard Paint Co. 

Trinidad Asphalt Co., 220 U. S., 446-452, et. seq., [Re- 
porter, vol. I, p. 10]. 


‘Two contentions are made by the Paint Company; (1) That its 
trade-mark is a valid one and has been infringed by the Asphalt Co. 
2) That the latter has been guilty of unfair competition. The court 
of appeals decided adversely to both contentions, 163 Fed. Rep., 977. Of 
the first contention the Court said it was clear that the Paint Company 
‘sought to appropriate the exclusive use of the term rubberoid,’ and that 
its rights were to be adjudged accordingly, and that as the latter being 
a common descriptive word, could not be appropriated as a trade-mark, 
the one selected by the Paint Company could not be appropriated. The 
Court said: ‘A public right in rubberoid and a private monopoly of 
rubberoid cannot coexist.” The Court expressed the determined and set- 
tled rule to be ‘that no one can appropriate as a trade-mark a generic name 
or one descriptive of an article of trade, its qualities, ingredients or 
characteristics, or any sign, word or symbol which from the nature of 
the fact it is used to signify others may employ with equal truth.’ For 
this cases were cited and mz iny illustrations were given which we need 
not repeat. The definition of a trade-mark has been given by this court 
and the extent of its use described. It was said by the Chief Justice, 
speaking for the court, that ‘the term has been in use from a very early 
date, and, generally speaking, means a distinctive mark of authenticity, 
through which the products of particular merchants may be distinguished 
from those of others. It may consist in any symbol or in any 
form of words, but as its office is to point out distinctively the origin or 
ownership of the articles to which it is affixed, it foliows that no sign or 
form of words can be appropriated as a valid trade-mark, which from the 
nature of the fact conveyed by its primary meaning, others may employ 


with equal truth, and with equal right, for the same purpose.’ Elgin 
National Watch Co. v. Illinots Watch Co., 179 U. S., 665, 673. There is 
no doubt, therefore, of the rule. There is something more of precision 


given to it in Canal Company v. Clark, 13 Wall. 311, 323, where it is 
said that the essence of the wrong for the violation of a trade-mark 
‘consists in the sale of the goods of one manufacturer or vendor as those 
of another; and that it is only when this false representation is directly 
or indirectly made that the party who appeals to a court of equity can 
have relief.’ A trade-mark, it was hence concluded, ‘must therefore be 
distinctive in its original signification, pointing to the origin of the article, 
or it must have become such by association.’ But two qualifying rules 
were expressed, as follows: ‘No one can claim protection for the ex- 
clusive use of a trade-mark or trade-name which would practically give 
him a monopoly in the sale of any goods other than those produced or 
made by himself. If he could, the public would be injured rather than 
protected, for competition would be destroyed. Nor can a generic name, 
or a name merely descriptive of an article of trade, of its qualities, 
ingredients or characteristics, be employed as a trade-mark and the ex- 
clusive use of it be entitled to legal protection.’ And, citing Amoskeag 
Manufacturing Company v. Spear, 2 Sanford’s Supreme Court, 599, it was 
further said there can be ‘no right to the exclusive use of any words, 
letters, figures or symbols which have no relation to the origin or owner- 
chip of the goods, but are only meant to indicate their names or 
qualities.’ ” 
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There is nothing in the phrase “copper-clad wire” which 
has any relation to the origin or ownership of the wire manu- 
factured by the plaintiff. To so hold would give the plaintiff 
a monopoly which he might have had by his patent if the de- 
fendant were an infringer and this the Court cannot grant under 
the evidence in this case. 

The defendant is a large producer of wire. The copper- 
clad wire which it sells to the public, defendant draws from rods 
or small billets which have been clad with copper by the Colo- 
nial Steel Company, a corporation which is operating under 
patents owned by it. The defendant sells its wire as Colonial 
Copper-Clad Wire. It ships its wire to users as Colonial Cop- 
per-Clad Wire from Standard Underground Cable Company. 
So far as appears it has not and does not, sell any copper-clad 
wire without indicating that it is the Colonial Copper-Clad Wire, 
or with any omission or suggestion which would lead the pub- 
lic to believe that it was copper-clad wire made by the Duplex 
Metals Company, the plaintiff. So far, therefore, as the de- 
fendants sell copper-clad wire it is guilty in no way of unfair 
competition against the plaintiff unless the phrase copper-clad 
has acquired a secondary meaning. Plaintiff's patents above 
cited negative that contention because the claim of monopoly 
under the patents destroys the presumption of acquiescence 
through which the right to the secondary meaning of the phrase 
could only arise. 

In respect to the use by the defendant of the disc com- 
plained of in the bill, the conclusion must be reached that the 
disc is descriptive merely. True, it is not drawn to scale to 
show the relative thickness of the steel and copper, neverthe- 
less it appears to be a cross-section of copper-clad wire. No 
other conclusion can be reached from the evidence than that it 
is an informative illustration and intended as such. It was 
not copied from any design of the plaintiffs or intended to sug- 
gest any relation of defendant’s with plaintiff's product. The 
illustration of the Singer Building used by defendant in some 
advertising matter was not used by defendant in connection with 
any advertising of copper-clad wire. It was used to advertise 
the fact that defendant had furnished wire of another quality 
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in the completion of that building. That building during its 
erection attracted the curious. The representation of it by the 
defendant is totally unlike that used by the plaintiff. It ante- 
dates that of the plaintiff as well. 

With respect to the charge that defendant has paralleled 
and is paralleling the advertisements of the plaintiff, the con- 
clusion must be reached that the contention of the plaintiff has 
not been sustained by the proofs. 


In every view of the case the Court fails to find any fraud 

actual or intended. Without this plaintiff has no standing. 
The bill must therefore be dismissed at plaintiff’s costs. 
Let a decree be drawn. 


KANSAS SUPREME COURT 
HARRYMAN, et al. v. HARRYMAN, et al. 
November 14, 1914. 


UNFAIR COMPETITION—FAMILY NAME. 

In an agreement for the dissolution of a partnership, the right 
to the use of the firm name, George Harryman & Bro., was expressly 
reserved to two members of the firm, the other partners agreeing not 
to use that name directly or indirectly, and not to adopt a new firm 
name that would be imitative or deceptive. On the latter’s adoption 
of the name Harryman Bros., an injunction against its use was sought 
and obtained by the partners who continued to use the original firm 
name, the court considering the defendant’s choice of name to be a 
clear violation of the dissolution agreement. 


Appeal from a judgment in favor of plaintiffs in the dis- 
trict court of Sedgwick County. Affirmed. 


H. E. Sluss and A. C. Anderson, both of Wichita, Kansas, 

for the plaintiff-appellees. 
Kos. Harris and V. Harris, both of Wichita, Kansas, for 

the defendant-appellants. 
Benson, J].—This is an appeal from a judgment restraining 
the defendants from using the firm name of Harryman Bros. 
after the dissolution of the previously existing firm of George 


Harryman & Bros., consisting of all the individual parties to 
this action, who are brothers. 
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In the year 1864 John G. Harryman, the father of these 
brothers, established a broom corn business in Baltimore, Md. 
which he continued until his death in the year 1893, at which 
time the name of Harryman had become generally known to the 
trade in Baltimore and in Illinois, where broom corn had been 
bought and sold. On the death of the elder Harryman his 
widow and his eldest son, George, continued the business under 
the name of George Harryman & Co. until the mother died later 
in the same year, when George closed up the business. In the 
autumn of 1894 George resumed the business alone and in his 
own name. In the year 1896 William Rider Harryman, having 
attained full age, became a partner with George in the business 
under the firm name of George Harryman & Bro. In the year 
1903 Frank S., the next younger brother, became a_ partner, 
and the name was changed to George Harryman & Bros. That 
firm established a branch house at Charleston, Ill., with William 
Rider in charge managing the Illinois business. The youngest 
brother, Harry B., who became of full age in the year 1905, 
was then admitted into the partnership without any change in 
the firm name. A branch of the business was opened in Wichita 
in the year 1907 in the immediate charge of Frank and Harry. 
The business was carried on in the three cities of Baltimore, 
Charleston, and Wichita by the four brothers until January, 
1912. The name of Harryman had then become generally known 
in the broom corn trade in the United States. In a few adver- 
tisements in Illinois the firm had been called Harryman Bros., 
and a warehouse at Charleston bore a sign with that name, but 
in business with customers the firm name George Harryman & 
Bros. was used from the time Harry entered the partnership 
until its dissolution. On January 4, 1912, the brothers entered 
into a written agreement providing for a dissolution, and on 
the 22d day of the same month a final agreement was made 
under which the partnership was dissolved. This agreement 
provided that George and Frank should take over the Baltimore 
business, and William and Harry the Charleston and Wichita 
business. No dispute has arisen except over the following 
clause: 
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“Tt is further covenanted and agreed that said George Harryman and 
Frank S. Harryman shall reserve the right to trade under the name of 
George Harryman and Bro., and the said William Rider Harryman and 
Harry B. Harryman covenant and agree that they will not use such 
trade-name directly or indirectly, and that they will not adopt a trade- 
name that will be deceptive, or amount to a simulation of, the said name 
of George Harryman and Bro.” 

The defendants, in carrying on the business so taken over 
by them, adopted and are using the name of Harryman Bros. It 
appears that the new plaintiff firm opened a branch house in 
Wichita after the dissolution of the old partnership. The first 
difficulty was over the post office box of George Harryman & 
Bros. in that city. The defendants claimed it in connection with 
the business they had taken over there, and a few letters ad- 
dressed to the old firm, but intended for George Harryman & 
Bros., were received by them, but were immediately delivered to 
the firm for which they were intended. 

The method of transacting business by the old and new 
firms in buying broom corn was for a representative to visit the 
farmer and make the purchase and put the tag on the bales. The 
farmer then made the shipment to the purchasing firm, and drew a 
draft for the amount which was paid on delivery. Sales were 
effected by correspondence, and when shipments were made, 
drafts were drawn against the purchaser with bills of lading 
attached. The transactions in buying and selling were generally 
for cash. Credit was not given except in a very few instances. 

3efore signing the agreement for dissolution, one of the de- 
fendants wrote to George asking whether the names W. R. 
Harryman & Bros. or Harryman Bros. would be considered a 
simulation of the trade-name of George Harryman & Bros. To 
this George answered that the trade-name of George Harryman 
& Bro. was not sold, but reserved for future use, adding: 


“T do not consider the name of W. R. Harriman & Bro. an infringe- 
ment on this firm name, but I do consider that the firm name of Harry- 
man Bros. would tend to confuse matters somewhat, and, in order to 
eliminate such confusion, believe that it is just as well that you adopt 


a name for your future business which does not conflict with the present 
firm of Geo. Harryman & Bro.” 


Soon after the dissolution each of the new firms published 
notices thereof. Each referred to the business it proposed to 
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carry on. The notice of the defendant firm was signed ‘“Harry- 
man Bros.” The letter heads of that firm bear the display heads, 
“Harryman Bros., Broom Corn,” with the names of the individ- 
ual members printed in the corners above. The same printing 
appears upon their shipping tags, in brief, they use that name gen- 
erally in their business and claim the right to do so. Some other 
minor facts appear in the abstract, but are not material to this 
decision. 

The principal question is whether the use of the name 
Harryman Bros. is a violation of the contract of dissolution. 
While it is not shown that any considerable confusion has re- 
sulted so far, still, if the contract has been broken, an injunc- 
tion may be proper to prevent such a result. The parties had 
the right to make the contract as they desired, and its enforce- 
ment should not be denied, unless it appears that no injury can 
result from its breach, in which case an injunction might be re- 
fused in the exercise of judicial discretion. 

Many authorities are cited in the briefs upon the general 
subject of trade-marks and trade-names, but here, the parties 
having agreed to forego the use of the firm name, and not to 
simulate it, the question is whether they have done so; in other 
words, whether the agreement has been violated. It is true 
that in deciding such a question regard may be had to the nature 
of the business formerly done and the methods pursued, but in 
this instance these circumstances throw but little light upon the 
judicial pathway. The parties evidently supposed that there was 
some value in the name, and that some injury would result from 
its use Or simulation. It seems that at the beginning the defend- 
ants had misgivings on this subject, and so submitted an in- 
quiry to their brothers, and were told that it was considered that 
the proposed new name of Harryman Bros. would tend to con- 
fuse, and that it would be just as well to adopt a name not in 
conflict with the present firm of George Harryman & Bros. It 
is argued by the defendants that this language is insufficient to 
express dissent, and that in common fairness a specific objec- 
tion should have been made if there was an intention to assert 
that the use of the proposed name would violate the contract. 
On the other hand, it is argued that the language of both letters 
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indicates a belief that confusion might result from the proposed 
designation—the thing the contract was designed to avoid. It 
is not contended that either party is estopped by these letters. 
They are only indications of the construction the writers put 
upon the contract which should have due consideration but are 
not controlling. 


“The principle on which both the courts of law and equity proceed, 
in granting relief and protection in cases of this sort, is very well under- 
stood. A man is not to sell his own goods under pretense that they are 
the goods of another man; he cannot be permitted to practice such a 
deception, nor to use the means which contribute to that end. He cannot, 
therefore, be allowed to use names, marks, letters, or indicia by which 
he may induce purchasers to believe that the goods which he is selling 
are the manufacture of another person. * * * ” Perry v. Truefitt, 6 
Beav., 66, cited in 2 Story’s Equity Jurisprudence, sec. 951, note. 


The difference between a trade-mark and a trade-name is 
emphasized in some of the authorities. The former relates 
chiefly to the thing sold, and the latter involves also the individ- 
uality of the maker both for protection in trade and to avoid 
confusion in business, as well as securing the advantages of a 
good reputation. It is said that a trade-name therefore has a 
broader scope than a trade-mark. These observations are found, 
in substance, in the opinion in Armington v. Palmer, 21 R. L.. 
109, 42 Atl. 308, 43 L. R. A. 95, 79 Am. St. Rep. 786. That 
opinion is authority for the proposition that, in seeking an 
injunction in such cases, it is not necessary to show damages 
nor fraudulent intent. There the name Armington & Sims 
Company was held to be so close to that of Armington & Sims 
Engine Company as to be misleading and injurious. Numerous 
cases are cited in the opinion where similar imitations are con- 
demned. In a note following the report of the same case in 79 
Am. St. Rep. 786, 793, it is said: 


“Any similarity of name likely to deceive or mislead an ordinary 
unsuspecting customer, and divert and secure his trade from a person who 
has established a trade-name, is a fraud which may be restrained by in- 
junction. Weinstock v. Marks, 109 Cal., 520, 42 Pac., 142 [30 L. R.A,, 
182], 50 Am. St. Rep., 57. See, also, Wesser v. Fadettes, 168 Mass., 140, 46 
N. E., 407 [37 L. R. A., 721], 60 Am. St. Rep., 371. Property in a trade- 
name will be protected. The use of the words, ‘Mechanical Store’ is an 
infringement upon the trade-name ‘Mechanics’ Store’ (note to Cady v. 
Schultz, 61 Am. St. Rep., 767); and an injunction will issue against the 
unauthorized use of another's name in the conduct of a business 
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he is not alleged to have been damaged by such use (Bagby, etc., Co. v. 
Rivers, 87 Md., 400, 40 Atl., 171 [40 L. R. A., 632], 67 Am. St. Kep., 357).” 

Where the Dodge Stationery Company had built up a large 
business under that name, and J. S. Dodge, a stockholder in the 
company, sold his stock and organized another corporation which 
engaged in business in the same city, it was enjoined at the suit 
of the old corporation from using the name “J. S. Dodge Co.” 
which it had adopted. Dodge Stationery Co. v. Dodge, 145 Cal., 
380, 78 Pac. 879. 

Another California case is illuminating. P. E. Nolan had 
been engaged in the retail shoe business for twenty-two years, 
some of the time in partnership with J. C. Nolan, a brother. 
This business was changed into a corporation under the name 
of Nolan Bros. Shoe Company. For ten years previously two 
other brothers had been engaged in the same city in the whole- 
sale shoe business, but shortly before the organization of the 
corporation just referred to they dissolved the partnership, and 
one of them opened a retail shoe business under the name “W. 
H. Nolan & Co., Successor to Nolan Bros.” In an action by 
the corporation to enjoin W. H. Nolan from using the name 
“Nolan Bros.,” findings were made that the plaintiff’s prede- 
cessor had established the right to use the trade-name in the 
retail shoe business, and that the use of the name Nolan Bros. 
in a rival business was an interference with that right, and an 
injunction was sustained. Nolan Bros. Shoe Co. v. Nolan, 131 
Cal., 271, 63 Pac. 480, 53 L. R. A. 384, 82 Am. St. Rep. 346. 
Referring to the use of a family name, the Court said: 


“Tt is insisted that ‘the family name of a tradesman or manufacturer 
cannot be made a trade-mark so as to exclude the right to its use by 
another bearing the same family name.’ This contention is sound to a 
limited extent only. If the name is used in a manner clearly indicating 
an intent to mislead and deceive the public, then the use of the name will 
be restrained by a court of equity. The first answer to appellant’s con- 
tention in this regard is found in the fact that it is not a use of the family 
name ‘Nolan,’ standing alone, to which objection is made, but it is a use 
of the name, ‘Nolan Bros.’; and in a case like that at bar the principle 
of law invoked seems to have no application.” 





Many other like decisions might be cited. While greater 
liberality may be allowed in the use of individual than coroprate 
names, since ordinarily a person may not be restrained from 
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using his own name, no deception being practiced, yet when he 
expressly covenants not to use a particular partnership designa- 
tion although embracing individual names, no reason is per- 
ceived why the agreement should not be enforced, and if he also 
agrees not to simulate a particular name, the same rule should 
apply. 

In International Silver Co. v. Rogers Corp., 66 N. J., Eq. 
119, 57 Atl. 1037, 2 Ann. Cas. 407, this subject received great 
consideration, and many authorities were cited. A multitude of 
cases are cited in a note appended to the report of the same 
case in 2 Ann. Cas. 415. Martell v. St. Francis Hotel Co., 51 
Wash., 375, 98 Pac., 1116, is another important case, reported 
also in 16 Ann. Cas. 593, with an exhaustive note attached. See, 
also, Dyment v. Lewis, 144 Iowa, 509, 123 N. W., 244, 26 L. R. 
A. (N. 8.) 73. 

The firm of George Harryman & Bros. and the old firms 
which it succeeded had built up a large and lucrative trade with 
places of business in cities in three states, and extending into 
foreign lands. It was understood that the name was valuable in 
holding and extending trade; at least the parties, as already 
stated, so considered it, and contracted on that assumption. An 
imitation calculated to induce customers to believe that the de- 
fendant firm was the one previously transacting the same busi- 
ness, which had reserved the old name, had a tendency to mis- 
lead in that respect, and was a simulation prohibited by the 
agreement. The ordinary meaning of the term appears from 
standard definitions thus: 


“Simulate. To assume the mere appearance of. without the reality; 
to assume the signs or indications of, falsely; to counterfeit; feign; 
imitate.” 

“Simulation. Act of simulating, or assuming an appearance which 
is feigned, or not true; counterfeiting.” Webster's Dictionary. 

Without pursuing further this interesting subject, which 
permits many illustrations and is discussed in many cases, it is 
held that the finding of the district court that the use of the 
name of Harryman Bros. was a violation of the agreement must 
be sustained. This conclusion seems to be well supported by 
the authorities, some of which are cited above. 
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Another question is presented. The agreement in question 
contained the following: 


“The said George Harryman and Frank S. Harryman covenant and 
agree, if they can do so on terms as satisfactory as they can obtain from 
others, that they will purchase such Illinois broom corn as they may 
require from the said William Rider Harryman and Harry B. Harryman, 
and the said William Rider Harryman and Harry B. Harryman agree 
that, if they shall act as the agent of said other parties in purchasing 
broom corn from the producer, they will do so for a commission of $3.50 
per ton, which will apply to broom corn purchased in less than car load 
lots, as well as larger quantities.” 


The answer pleaded this provision of the agreement and 
alleged: 

“That the plaintiffs- have willfully violated said provisions of said 
contract in this: That they have purchased large quantities of broom 
corn in the state of Illinois, for use in their said business, and in making 
such purchases, they have at no time undertaken or offered to purchase 
the same from the defendants an any terms whatever, and that the plain- 
tiffs have purchased large quantities of broom corn in the state of 
Illinois, through agents acting for them for that purpose, paying them for 
making said purchase, without giving the defetidants any opportunity 
whatever to act as agent for plaintiffs in the purchase of broom corn in 
the state of Illinois.” 

A motion was made to strike out this part of the answer, 
and was sustained. Error is predicted upon this order. The 
argument of the defendants is that this action is, in effect, one 
for specific performance—to enforce a contract by injunction— 
and that in such cases he who seeks equity must do equity. It 
is said that, where a party asks that one part of a contract shall 
be enforced against the other party, he must show that he has 
performed other material provisions of the same contract on his 
part. On the other hand, the plaintiffs argue that the contract 
is not executory, but has been performed by the division of the 
business and transfer of property, leaving nothing to be done 
to carry it into effect, except the possible future purchase of 
broom corn in Illinois, and that a default, if any, in that under- 
taking may be readily compensated in damages. It is said that 


the maxim that he who seeks equity must do equity applies only 
where correlative equitable rights are involved. 


Without determining the soundness of either position, the 
action of the court may be sustained, for the reason that the 
allegations in the answer are insufficient. There are no aver- 
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ments that they had broom corn to sell; nor of any offer to sell 
or to purchase that commodity; nor of any offer of their ser- 
vices as agents to make purchases; nor any averment of their 
readiness to do either. Neither is it alleged that the defendants 
suffered or would suffer any loss or injury from any default 
or inaction of the plaintiffs under this clause. In general terms, 
it is averred that the plaintiffs violated this agreement, and the 
additional statement is made that they have purchased broom 
corn in Illinois through other agents without offering to purchase 
from the defendants. After examining this rather indefinite 
clause, we are constrained to hold that neither party can suc- 
cessfully charge the other with default in respect to it without 
alleging some offer, request, or readiness to perform. No equity 
is shown by the averments in the defendants’ answer respecting 
this clause of the contract that should permit them to persist in 
a violation of their covenant with respect to the trade-name. 

An inconsistency in the judgment is alleged. It restrains 
the defendants from using the name Harryman Bros. in Kansas, 
Oklahoma, Texas, and New Mexico, but not in Maryland and 
Illinois. The court expressly found that the defendants had 
used and were using the name in the first-named states, but made 
no such finding concerning Maryland and Illinois. Besides, if 
entitled to the injunction, the defendants cannot be heard to 
complain that it is too restricted in operation. 

The judgment is affirmed. 

Jounston, C. J., and Porrer, J., dissent. 

Burcu, Mason, Smiru, and West, JJ., concurring. 


NEW YORK SUPREME COURT 
Junius Bren Co. v. SHELDON FRANKLIN, as Assignee, ete. 


Special Term, New York County, November, 1914. 


TRADE-N AMES—ASSIGN MENT—INJUNCTION. 

A-trade-name passes to an assignee for the benefit of creditors and 
may be sold by him as an asset of the estate. Such a sale does not, 
however, deprive the assignor of the right to use this name, provided 
that the old custom representing the good will of the business as sold 
by the assignee, shall not be diverted from the purchaser by any active 
efforts of the assignor. 
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JULIUS BIEN CO. V. SHELDON FRANKLIN 
In Equity. On final hearing. 


Franklin Bien, of New York, for plaintiff. 
Manley & Grand (Franklin G. Manley, of counsel), of New 
York, for defendant. 


ERLANGER, ].—The plaintiff corporation seeks an injunction 
by judgment to restrain the defendant, its assignee for the bene- 
fit of creditors, from selling the right to the use of the name 
“Julius Bien” as a part of the assigned estate. By way of count- 
erclaim the defendant prays that the plaintiff be restrained from 
using the name in such manner as to interfere with the rights 
of a purchaser upon the proposed sale, and the actual question 
is whether this name “Julius Bien” has passed as an asset to 
the defendant under conditions which render it the subject of 
sale. It is quite apparent from the evidence that the name 
“Julius Bien” had acquired a trade significance in connection 
with the lithographing business before its adoption by the plain- 
tiff as a corporate name. Prior to the year 1893, a partnership 
with an established reputation in that trade, known as Julius 


Bien & Company, had been long in existence, and in that year 


the partners conveyed all the assets of the business to a cor- 
poration, Julius Bien & Company, formed in their interest under 
the laws of West Virginia. By the terms of this conveyance 
there passed to the West Virginia corporation “the plant and 
business of the said parties of the first part (the partnership), 
including trade-marks, patents, copyrights, formulas, contracts, 
outstanding accounts, the good will of the business and the use 
of the said name of Julius Bien & Company.” <A _ subsequent 
provision is found in the agreement of transfer “that the party 
of the second part (the corporation) has the right, and the same 
is hereby accorded to it by the parties of the first part, of using 
the name of Julius Bien & Company during its entire corporate 
existence.” For seventeen years the West Virginia corporation 
conducted the business so transferred to it, and in the year 1910 
the plaintiff, a New York corporation, was organized to take 
over that business, which it proceeded to do under an agreement 
whereby it became posséssed of “the entire business and plant, 
together with the presses, fixtures, appurtenances, merchandise, 
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accounts receivable, copyrights, interests in patents and every- 
thing owned and controlled by the seller, together with the un- 
expired term of the lease, good will and right to the use of the 
name ‘Julius Bien’ vested in the seller.” Apparently the busi- 
ness as conducted by the plaintiff did not succeed and from the 
proof before me it would appear to have become insolvent. It 
made a general assignment to the defendant for the benefit of 
its creditors, covering its “property and effects of every descrip- 
tion,’ granting also to the assignee power to sign the corporate 
name in the course of the administration of the estate, and the 
actual question is whether upon this succession of transfers the 
name “Julius Bien” passed to the assignee with the tangible 
assets. It is contended for the plaintiff that the right to the use 
of this name, as conferred by the old partnership upon the West 
Virginia corporation and by the latter upon the plaintiff, was but 
a personal license terminating if the licensee should cease to do 
business, and so was not assignable. I cannot adopt this view 
of the transaction. According to the words employed in the 
transfer by the partnership to the West Virginia corporation 
the surrender of the use of the name “Julius Bien” was no less 
complete than the transfer of the tangible property. Following 
the clauses which evidenced a complete transfer, the words that 
the vendee had the right to the name “during its entire corporate 
existence’ do not bear the construction that the sale was limited. 
The phrase was not expressed as a limitation, and the surround- 
ing circumstances give it rather the character of an extension 
for the benefit of the buyer rather than of the seller, since the 
corporation was organized for a fixed period of seventy years, 
but with power to obtain successive renewals. The apparent 
intention of this later clause was to protect the corporation 
against any possible claim of a reverter of the name to the 
vendors at the end of the fixed term of incorporation, and my 
construction of the instrument is that the name was sold, as the 
body of the agreement expressed, not merely licensed to the cor- 
poration under restrictive conditions. The plaintiff became 
possessed of the name “Julius Bien” with the good will and 
assets of the business by virtue of an instrument of transfer 
from the West Virginia corporation which unquestionably im- 


2. 
5, 
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ported an absolute sale, and upon authority the name passed to 
its assignee for creditors as a part of the good will under the 
general phraseology of the assignment. Such was the rule de- 
clared in Hegeman vy. Hegeman, 8 Daly, 1, where the assignors 
were copartners, and no actual ground of distinction exists in 
the case of a corporation. See Van Dyk Co. v. Reilly, Co., 73 
Misc. Rep. 87. A name used in connection with an established 
trade is an asset equally with the good will of the business, and 
in fact inseparable from it. Slater v. Slater, 175 N. Y., 143. To 
sell the name “Julius Bien” in connection with the good will of 
the plaintiff corporation’s business does not work a loss of its 
franchise or its destruction as a corporation. The franchise to 
be a corporation and to continue as such was not assigned (De 
Ruyter v. St. Peter’s Church, 3 N. Y., 238), but this does not 
mean that the corporation could not sell its trade-name, an asset 
having a definite value as a part of the good will of its buisenss. 
How far it could lawfully contract not to engage in business 
again is a question which is not material here. An exclusive 
transfer of the assignor’s name for business purposes is not with- 
in the assignment (Bellows v. Bellows, 24 Misc. Rep. 482), but 
the mere power to make a general assignment for creditors in- 
volves at least a recognition of the divesting of all assets which 
could have a value to the corporation, and, if sold, a value to 
the assigned estate. The plaintiff retains its corporate name and 
franchise. It has assigned its good will and trade-name, but it 
has not made a covenant for the benefit of a purchaser to re- 


frain from doing business in its own—the corporate—name. 
Without such a covenant it may still compete in business with 


the purchaser of the good will and of the trade-name which is a 
part of that good will, subject only to the obligation, implied 
from the sale, that the old custom which represented the good 
will itself should not be diverted from the purchaser by any ac- 
tive endeavors of the transferror. l’on Bremen v. MacMonnies, 
200 N. Y., 41. I have had occasion to consider the rule in Far- 
rand Co. v. Farrand, 84 Misc. Rep. 234. I reach the conclusion, 
therefore, that the name “Julius Bien” passed by the assignment 
and is an asset which the defendant may sell, but upon the fur- 
ther ground of contention between the parties, relating to the 
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defendant’s right to an injunction for the protection of the pur- 
chaser in the exclusive use of that name, I must hold that the 
defendant is not entitled to this relief. Whether the plaintiff 
will ever resume business and whether its activities may be so 
directed as to exceed its right to compete for new trade with the 
purchaser of the good will are matters which it must remain 
for the future to disclose. The probabilities on either head are 
too remote for the framing of an injunction. There should be 
judgment for the defendant for the dismissal of the complaint 
upon the merits. 
Judgment accordingly. 


KENTUCKY COURT OE APPEALS 
STARKS Co., et al. v. CRUTCHER & STARKS, et al. 
(171 South Western Rep. 433.) 
December 18, 1914. 


1. UNFAIR COMPETITION—TRADE NAMES. 

Crutcher & Starks, as a partnership, and later as a corporation, 
under the active management of J. P. and J. F. Starks, had built up a 
large retail clothing business in Louisville, Kentucky. A corporation 
formed to enter the same line of trade, in which no person named 
Starks was interested, and whose store was but two blocks distant 
from that of the former concern, was enjoined from the use of the 
name “The Starks Company” on the ground of unfair competition. 
UNFAIR COMPETITION—INJUNCTION—DEFENSES. 

In a suit for unfair competition based on the alleged imitation of 
a trade name valuable in the retail clothing business, the defense was 
offered that the defendant corporation chose the offending name be- 
cause the building where its place of business was located was called 
‘the Starks building. This defense was held of no avail to prevent 
the granting of an injunction against the use of the name in question. 


to 


Cross-appeals from a decision rendered by the circuit court 
of Jefferson County, in plaintiff's favor. 
A.C. Van Winkle, Gibson & Crawford, and T. M. Gilmore, 
Jr., all of Louisville, for appellant Starks Co. 
Jno. Bryce Baskin and Humphrey, Middleton & Humphrey, 
all of Louisville, for Crutcher & Starks. 
Helm Bruce and Bruce & Bullitt, all of Louisville, for 
Starks Realty Co. and John P. Starks. 
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TURNER, J.—In 1886, D. C. Crutcher and John P. Starks, 
under the firm name of Crutcher & Starks, began business as 
retail clothing merchants at the northeast corner of Fourth and 
Jefferson Streets in Louisville, at which place there has ever 
since been conducted. the same business under the same style, 


with the exception of about one year while that building was be- 
ing reconstructed. Some years later I. F. Starks, a brother of 
John P. Starks, became interested in the firm, but withdrew from 
it in about 1891 for a period of about two years, and was again 
admitted as a member thereof in 1893. 

Crutcher never, in fact, lived in Louisville during all the 
period he was interested in this firm, and the active management 
thereof was almost wholly in the hands of the Starks. In 1895 
Crutcher disposed of his interest in the firm to the Starks, and 
in 1901 the business was incorporated under the corporate name 
of Crutcher & Starks, and so continued to be operated, chiefly 
under the management and control of the Starks, until March 
25, IQIT. 

The capital stock of the corporation consisted of 2,000 
shares of the par value of $100 each, of which shares, on March 
25, 1911, John P. Starks and I. F. Starks owned 1,500 and G. R. 
surton, John McGinn, and M. S. Moise the remaining 500. On 
that day the parties entered into a written contract, under the 
terms of which John P. and I. F. Starks sold their 1,500 shares 
of stock in the corporation of Crutcher & Starks to Burton, 
McGinn, and Moise for the sum of $350,000, the sale to become 
operative on August 31, 1911. On that day the sale was con- 
summated, as contemplated in the contract, and the two Starks 
ceased to be interested in the corporation of Crutcher & Starks, 
and the other three gentlemen became the sole owners of the 
capital stock of that coropration. 

In the contract of March 25, 1911, among other things, it 
was provided: 


“The parties of the first part (the Starks) hereby further agree that 
neither of them will on his own account or as a member of a firm or as 
a stockholder in a corporation, engage, in the city of Louisville, in a simi- 
lar line of business, or promote or encourage a similar business, to that 
now conducted by Crutcher & Starks, for a period of ten years from 
the date that said transfer of stock and leaseholds shall become effective, 
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but in case either of the parties of the first part shall become the owner 
of improved property in the city of Louisville, this clause of this agree 
ment shall not be construed as prohibiting him from renting his said 
property, or space therein, to a third party who may be engaged in such 
business. And said John P. Starks, who is the owner of certain property 
at Fourth and Walnut streets, in said city binds himself in the event of 
his erecting, or in the event a firm or corporation in which he may be 
come interested erects a building, on said property, that if the parties 
of the second part herein shall desire to lease or rent any part of said 
building for the purpose of conducting the business of Crutcher & 
Starks, preference will be given to them at the same price at which it 
could be rented to others in a similar line of business.” 


Thereafter, as seems to have been contemplated in the con- 
tract, John P. Starks erected on a lot owned by him on the north- 
east corner of Fourth and Walnut Streets in Louisville, just 
two blocks south of the corner so long occupied by Crutcher & 
Starks, a large office building, the ground floor of which was 
intended for the occupancy of retail stores. This building was 
called the Starks building. About the time of the completion 
of this building in November, 1913, W. H. Rapier, W. Reid 
Embry, and John S$. Rodes organized a corporation, which was 
first styled the “Starks Clothing Company,” but the title was 
afterwards changed to the “Starks Company.” Besides the in- 
corporators the other stockholders therein were Clifton Rodes, 
Mrs. Bettie F. Rodes, and T. M. Gilmore, Jr.; Mrs. Rodes being 
a sister of John P. Starks, and the other two Rodes his nephews, 
and Embry his nephew by marriage. 

The Starks Realty Company is a corporation controlled by 
John P. Starks, organized for the purpose of leasing the Starks 
building, and that corporation entered into a lease for a term 
of eight years with the Starks Company for a part of the ground 
floor of the Starks building at Fourth and Walnut Streets, 
where, in March, 1914, the Starks Company opened up a retail 
business of the same kind and nature as that which had been 
conducted by Crutcher & Starks, two blocks away, for this long 
period. 

This is an equitable acticn by Crutcher & Starks and its 
present stockholders against John P. Starks, Starks Realty Com 
pany, Starks Company, and the incorporators of the last-named 
company, wherein an injunction is sought against Starks Company 
restraining it from the use of the word “Starks” in its corporate 
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name, and also seeking a cancelation of the lease from Starks 
Realty Company to Starks Company. 

The chancellor below perpetually enjoined Starks Company 
and its incorporators from the use of the name “Starks” in its 
corporate name, and from the use of the word “Starks” in any 
way connected with the business they were conducting, further 
than to show, if conducted under a title without “Starks” in it, 
that it was conducted in the Starks building. He further de- 
clined to grant any relief as against John P. Starks and the 
Starks Realty Company, and dismissed the action as to them 
without prejudice to an action at law, and declined to cancel 
the lease between Starks Realty Company and Starks Company. 
From that judgment Starks Company appeals because it is 
denied the right of the use of the word “Starks” in its corporate 
name; Crutcher & Starks appeal because of the court’s refusal 
to cancel the lease between Starks Realty Company and Starks 
Company; and John P. Starks and Starks Realty Company ap- 
peal because the judgment as to them is not dismissed absolutely, 
instead of only without prejudice to an action at law. 

While the pleadings clearly made the issue as to whether 
there had been a conspiracy between John P. Starks and Starks 
Company and its incorporators to violate the contract with 
Crutcher & Starks (it being alleged that each of the defendants 
were fully aware of its provisions), yet the chancellor, in his 
opinion, granted the injunction against Starks Company and its 
incorporators solely upon the ground that they were engaged 
in unfair competition by the use of the name “Starks.” We also 
will ignore the contract relations between the parties, as we have 
concluded that the injunction was properly granted upon the 
ground of unfair competition. 


The evidence shows that at the time Starks Company opened 
its business under that name, Crutcher & Starks, either as a 


firm or a corporation of the same name, had been engaged in a 
similar business in the city of Louisville for about twenty-eight 
years, only two blocks from the place where Starks Company 
proposed to operate its similar business; that, while the firm or 
corporation name had been Crutcher & Starks, the Starks 
brothers had been the active managers and operators of the busi- 
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ness, and had, by their good business methods and 
foresight, built up the business until it was _ highly 
profitable, and that in this way the name “Starks” had 
been for that long time associated with the business; that 
Crutcher had never, in fact, lived in Louisville, while both of 
the Starks had, and, as stated, during all that time had taken the 
active management and control of the business, and in this way 
the name of “Starks” became and was much more intimately 
connected with the business so conducted than the name of 
“Crutcher.” With this long course of business at the same place, 
conducted under the same name, built up through up-to-date 
and efficient business methods, the business had a value by rea- 
son of its reputation and name far in excess of the mere value 
of the stock of goods on hand. This is unmistakably evidenced 
by the fact that Burton, McGinn, and Moise paid the Starks for 
their stock in the company $125,000 in excess of the value of the 
goods on hand. Under these conditions it cannot be doubted 
that where another party, none of whom are named “Starks,” 
organized a company called “Starks Company,” and opened a 
business, two blocks away on the same street, of the same char- 
acter, that it is unfair competition, or an unfair effort to appro- 
priate and get the benefit of the established name of “Starks” 
in the clothing business in that city. 

Unfair competition has been defined by this court in the 
case of Newport Sand Bank Co. v. Monarch Sand Mining Co., 
144 Ky., 7, 137 S. W. 784, 34 L. R. A. (N. S.) 1040, as follows: 


“Unfair competition may be defined as passing off, or attempting to 
pass off, upon the public the goods or business of one man as being the 
goods or business of another. Any conduct tending to produce this effect 
constitutes unfair competition and may be enjoined. The means em 
ployed are wholly immaterial.” 


The evidence in this case shows that at least in several in- 
stances the use of the name “Starks” by the Starks Company in 
its advertisements, and in its name as printed upon its place of 


business, had deceived and confused several persons. The evi- 
dence is that some of them thought that “Crutcher & Starks” 
had moved their place of business, or that “Crutcher & Starks” 
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had opened up a branch store, or that the “Starks” had severed 
their connection with “Crutcher & Starks’ and had opened up a 
business of their own. Under the express rule laid down in 
the Sand Bank Case, above quoted, it is not necessary to show 
deceit or confusion, or that anybody had actually been misled ; 
it is sufficient if the similarity in name is such as that it will 
likely produce that result. 

But it is the contention of Starks Company and its incor- 
porators that the name “Starks” in their corporate name was 
used for the reason that they were going to occupy the “Starks 
building,” which was a new building at a prominent location, and 
in that way the location of the new concern would be fixed in 
the public mind and associated with this handsome new structure. 
If it be assumed that these gentlemen appropriated the name 
“Starks” solely with this view, and not with the purpose of 
gaining unfair advantage by the use of the name “Starks,” and 
conceding for the sake of the argument that their intentions 
were above suspicion in this regard, still can it be contended that 
merely because they were in good faith, that they might with 
impunity appropriate the name “Starks’’ in the establishment of 
a new business when that same name had been associated for a 


long term of years with a similar business located near by? 
Would not it be unfair competition, and have the same effect 
upon “Crutcher & Starks” and the public, whatever their motives 
may have been? 


The chancellor very properly held, as we think, that the can- 
celation of the lease by the Starks Realty Company to the Starks 
Company would be inequitable, and work an unnecessary hard- 
ship upon these young men starting in business. They were 
within their lawful rights in going into the business at the place 
they did, and the corporation had a right to lease the property 
it did; the only thing they did wrong was to attempt to appro- 
priate the name “Starks.” 

The correspondence between John P. Starks and Crutcher 
& Starks is convincing that John P. Starks gave to that corpor- 
ation every fair opportunity to avail itself of its right, under its 
contract, to lease space in the proposed new Starks building. 


The chancellor based his injunction against Starks Company 
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wholly upon the fact that the use of the name “Starks” con- 
stituted unfair competition, and did not pass upon the question 
whether or not John P. Starks had violated his contract with 
Crutcher & Starks, or whether there had been a conspiracy be- 
tween him and the other defendants to violate the contract, and, 
for that reason, he properly dismissed the action as to John P. 
Starks and Starks Realty Company without prejudice to an ac- 
tion at law. 


The judgment of the chancellor did substantial justice be- 


tween the parties, and is in all respects affirmed. 
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